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• Copyright Preemption and Removal in Trade 

Secrets Litigation 

• Trends in ITC Trade Secrets Investigations 

• Damages/Remedies 

Overview 
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• Plaintiff filed petition asserting ten claims, including trade 

secrets misappropriation in state court. 

• Removed to federal court because two claims (conversion 

and civil theft) were preempted by the Copyright Act. 

• Decision 

– State law claims may be preempted by Copyright even if 

they concern ideas, so long as the ideas are fixed in a 

tangible medium. 

– Conversion and Theft claims are preempted by the 

Copyright Act. 

 

 

 

 

 

Copyright Preemption and Removal in Trade 
Secrets Litigation 

Spear Marketing, Inc. v. BancorpSouth Bank (5th Cir. 2015) 

4 



©2015 Vinson & Elkins LLP 

• Takeaways 

– Fifth Circuit joins majority in assessing whether claims fall 

into the “subject matter” of the Copyright Act. 

– Will not affect most trade secrets misappropriation claims 

because of additional elements – not “equivalent.” 

– May affect additional state law claims included in a 

complaint, for example conversion, civil theft, unjust 

enrichment, etc. 

 

 

 

 

 

 

Copyright Preemption and Removal in Trade 
Secrets Litigation 

Spear Marketing, Inc. v. BancorpSouth Bank (5th Cir. 2015) 
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• ITC investigation of alleged Section 337 violation by reason of 

misappropriation of trade secrets. 

 

• Misappropriation of trade secrets under Illinois law based on acts 

occurring in China. 

 

• Federal Circuit affirms 

– ITC may apply domestic trade secrets law to extraterritorial activities. 

– ITC cannot apply state trade secrets law, rather federal law, UTSA, or 

Restatement of Unfair Competition. 

– Domestic industry need not practice misappropriated trade secrets. 

 

Trends in ITC Trade Secrets Investigations 

Tianrui Group Co. Ltd. v. ITC. (Fed. Cir. 2011)  
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Trends in ITC Trade Secrets Investigations 
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• Post-Tianrui, ITC trade secrets 

investigations expected to increase. 

 

• Despite a spike in 2013, it has not 

happened. 

 

• Barriers to and benefits of future ITC trade 

secrets filings. 
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Hot Topics in 

Trademark 

Litigation 
ALEXANDRA H. BISTLINE 

ASSOCIATE, PIRKEY BARBER PLLC 



Overview  

 The Preclusive Effect of TTAB 
Decisions  

 B & B Hardware, Inc. v. Hargis Industries, 
Inc.  
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The Preclusive Effect of TTAB 

Decisions 
B & B Hardware, Inc. v. Hargis Industries, Inc.  

135 S.Ct. 1293 (2015)  
 

 Question:  Can the Trademark Trial 
and Appeal Board’s (“TTAB”) finding 
of a likelihood of confusion preclude 
the party from litigating likelihood of 
confusion in subsequent infringement 
litigation? 

 

 Answer: A district court “should give 
preclusive effect to TTAB decisions if 
the ordinary elements of issue 
preclusion are met.” 
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The Ambiguity of B & B Hardware – 
Remaining Questions  

 
 (1) When is the likelihood of confusion issue the same? 

 

 Standard: If mark owner uses its mark in ways that 

are materially the same as the usages included in its 

registration application, then the TTAB is deciding the 
same likelihood-of-confusion issue as a district court.  

 

 Questions:  

 What does “usages” mean 

 What does “materially the same”  mean 

 

 (2) When do the parties have a full and fair opportunity 
to litigate? 
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Implementing B & B Hardware – 

When to Expect Preclusion 

 Likelihood of Confusion Determinations 
 Specialized trade channels?  

 House marks? 

 Distinctive packaging or designs? 

 

 Other Determinations: 
 Fame 

 Genericness 

 Descriptiveness 

 Secondary Meaning  

 Priority  

 Functionality  
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Remember:  
 

 B & B does not just apply to the TTAB’s likelihood-
of-confusion determinations 

 

 The TTAB does not permit live testimony (or video-
taped depositions)  

 

 The TTAB has more limited electronic discovery 

 

 Surveys are more restricted  

 

 Third parties may be able to use some 
determinations against your client  

 

 Can always argue the marketplace conditions or 
consumer perceptions have changed  

 

 Justice Ginsburg’s Concurrence  
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Michael Heinlen 
Thomson & Knight, LLP 



 



Art Rogers 
Puppies, 1980 

Jeff Koons 
String of Puppies, 1988 

• Copies made for commercial use are 
presumptively unfair 

• The copied work must comment on the 
original 



Annie Leibovitz 
Demi Moore, 1991 

Paramount Pictures 
Naked Gun 33 1/3, 1994                     

• No more presumption that 
copies made for 
commercial use are unfair 

• Still must comment on the 
original 



Richard Prince 
Tales of Brave Ulysses (Canal Zone), 2007 

Patrick Cariou 
Yes Rasta, 2000 

• No requirement that the copy must 
comment on the original 

• Whether a reasonable observer would 
perceive the work as transformative 



Derrick Seltzer 
Scream Icon, 2003 

Green Day 
East Jesus Nowhere, 2009 

Copy is transformative if it gives new meaning to the 
original 



Michael Kienitz 
Paul Soglin, 2011 

Sconnie Nation 
Sorry for Partying, 2012 

• Issue not just 
whether the copy 
is transformative 

• More important is 
whether the copy 
affects the market 
for the original 



• Did the copy overcome the presumption of unfairness by 
commenting on the original? 

• Did the copy comment on the original? 

• Did the copy add something new to the original? 

• Did the copy give new meaning to the original? 

Back to Basics 
• Is the copy a substitute for the original? 



Jason F. Hoffman 

Baker & Hostetler LLP 



2005 | Federal Circuit 



2014 | Supreme Court 



2015 | Supreme Court 





July 8, 2015 | D.P.R. 



July 28, 2015 | D. Del. 



Aug. 3, 2015 | E.D.N.C. 



Aug. 21, 2015 | E.D. Tex. 



Aug. 21, 2015 | N.D. Cal. 
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Hot Topics in  

Trade Secrets Damages 
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Future Lost Profits in Trade Secret Cases 
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• Future lost profits and "loss of business opportunity" are 

potentially powerful damages remedies. 

 

• The challenge is one of proof and causation. 

 

• Need for a sophisticated methodology "controlling" for 

other business or economic fac tors. 

 

• Valuation of a lost business opportunity tests the skill of 

both lawyers and experts, and remains very fact-

intensive. 
  



Trademark 

Damages & 

Remedies 
ALEXANDRA H. BISTLINE 

ASSOCIATE, PIRKEY BARBER PLLC 



Overview  

 

Damages & Remedies  

 The Presumption of Irreparable Harm post-
eBay 

 Octane Fitness & Attorney’s Fees 
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Trademark Remedies – Injunctive 

Relief post-eBay 

 

 Four Factors for Injunctive Relief:  

 Success (or likely success) on the merits 

 Irreparable harm 

 Balance of the hardships 

 Public interest 

 

 Presumption of Irreparable Harm in 
Trademark Cases Pre-eBay  
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Injunctive Relief Post-eBay - Do we 

presume irreparable harm? 
 

 That depends – what Circuit are you in? 

 

 Continue to apply presumption of irreparable 
harm 
 District Courts in the Fourth Circuit 

 Fifth Circuit 

 Sixth Circuit 

 Eleventh Circuit 

 

 No Presumption of Irreparable Harm 
 Third Circuit 

 Ninth Circuit 

 

 Undecided  
 Remaining Circuits  
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Injunctive Relief Post-eBay –  

Should we presume irreparable 

harm in trademark cases? 
 

 Reasons to continue applying a presumption:  

 

 Trademark law is about consumer protection and 
protecting the goodwill and reputation of a 
business 

 

 Injunctions have been considered the “usual and 
normal” remedy for trademark infringement  

 

 Trademark law does not require actual confusion or 
actual dilution  

 

 If we should clarify eBay, the question is how?  
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Trademark Remedies – Attorney’s 

Fees after Octane Fitness 

 “An exceptional case is simply one that stands out from 

others with respect to the substantive strength of the 

party’s litigating position.”   

 

 Preponderance of the evidence  

 

 Factors to Consider include frivolousness, Motivation, 

objective unreasonableness, degree of success 

obtained, and need for compensation and deterrence  

 

 Patent Act’s fee-shifting provision is identical to the 

Lanham Act’s provision 



 

Michael Heinlen 
Thomson & Knight, LLP 







Burdensome 





Venue 



Voluntary 



Subject Matter 

Claims 

Defenses/Counterclaims 

Registration 



Remedies 



Procedure 



Judgment/Enforcement 



Jason F. Hoffman 

Baker & Hostetler LLP 





*H. Kretschmer & F. Havemann (Eds.): 

Proceedings of  WIS 2008, Berlin Fourth 

International Conference on 

Webometrics, Informetrics and 

Scientometrics & Ninth COLLNET 

Meeting Humboldt-Universität zu 

Berlin, Institute for Library and 

Information Science (IBI) 

 

**Google Patent Search 

1849 
as of 2008* 

 

2524 
as of Today** 



2011 | Federal Circuit 

25% 



2011 | Federal Circuit 

25% 



2014 | Federal Circuit 



Sept. 21, 2015 | Federal Circuit 



Sept. 16, 2011 | E.D. Va. 



March 15, 2012 | N.D. Cal. 



March 15, 2012 | N.D. Cal. 



July 14, 2015 | N.D. Cal. 



July 14, 2015 | N.D. Cal. 



July 14, 2015 | N.D. Cal. 




